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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In re Seacret Spa International LTD. 

Serial No. 78811559 

Filed: February 9, 2006 

Mark: Stylized SEACRET 

 

TRADEMARK LAW OFFICE:  113 

 

Trademark Attorney:  Timothy Schimpf 

 

 

 

 

 

Box TTAB No Fee 

Assistant Commissioner for Trademarks 

2900 Crystal Drive 

Arlington, VA  22202-3513 

 

REQUEST FOR REHEARING, RECONSIDERATION AND  

MODIFICATION OF DECISION UNDER 37 CFR § 2.144 

Applicant respectfully requests that the Trademark Trial and Appeal Board (“Board”) 

reconsider and modify the decision rendered by the Board on December 3, 2014 in the above-

referenced appeal pursuant to 37 CFR § 2.144.  Based on this request, applicant further requests 

that the Board grant a rehearing prior to its reconsideration and decision on this request due to 

the importance of the legal issue involved herein. 

Applicant’s request for reconsideration is primarily based on the Boards decision stating 

that, “Opposition No. 91174407 between Applicant and Registrant (as Opposer) concerning 

application Serial No. 78598113 (now Registration No. 4147147) . . . has no res judicata, 

collateral estoppel or stare decisis effect on this proceeding.”  In view of the following, 
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Applicant requests reconsideration of Examining Attorney’s refusal of registration based on 

Section 2(d). 

 The Board indicated in footnote 14 of its decision that: 

“As regards any res judicata effect, we point out that while 

Registrant was a party to Opposition No. 91174407, Registrant is 

not a party to this proceeding and, further, that there were no issues 

actually adjudicated in that opposition.” 

 

Applicant asserts that in Opposition No. 91174407, a final judgment on the merits of the claim 

was rendered and that an inter partes proceeding can have a preclusive effects in an ex parte 

proceeding. 

A. Final Judgment on the Merits of Opposition No. 91174407 

The Board has indicated that since the judgment in Opposition No. 91174407 was 

determined by Registrants failure to pursue that opposition.  The Board in a previous opinion in 

Orouba Agrifoods Processing Company v. United Food Import, Cancellation No. 92050739 

(TTAB 2010), held the opposite stating that: 

Under the doctrine of res judicata or claim preclusion, “a judgment 
on the merits in a prior suit bars a second suit involving the same 

parties or their privies based on the same cause of action.” Jet, Inc. 

v. Sewage Aeration Systems, 223 F.3d 1360, 55 USPQ2d 1854, 

1856 (Fed. Cir. 2000) (quoting Parklane Hosiery Co. v. Shore, 439 

U.S. 322, 326 n. 5 (1979)). “For claim preclusion based on a 
judgment in which the claim was not litigated, there must be (1) an 

identity of the parties or their privies, (2) a final judgment on the 

merits of the prior claim, and (3) the second claim must be based 

on the same transactional facts as the first and should have been 

litigated in the prior case.” Sharp Kabushiki Kaisha v. Thinksharp, 

Inc., 448 F.3d 1368, 79 USPQ2d 1376, 1378 (Fed. Cir. 2006).  

 

Here, the pleadings reveal that the parties in the two proceedings 

are identical. Petitioner does not contend otherwise. 

 

While petitioner claims that the Board did not reach “the 
substantive merits” of the prior opposition proceeding, the Board’s 
February 12, 2008 order dismissed petitioner’s notice of opposition 
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with prejudice, and entered judgment against petitioner. For claim 

preclusion purposes, the Board’s order is a final judgment on the 
merits.  International Nutrition Co. v. Horphag Research, Ltd., 220 

F.2d 1325, 55 USPQ2d 1492, 1494 (Fed. Cir. 2000) (“default 
judgments can give rise to res judicata … INC therefore cannot 
avoid the bar of res judicata on the ground that [its predecessor-in-

interest’s previous] opposition was abandoned and dismissed for 

failure to prosecute”). 
 

 

The Board has long recognized that default judgments can give rise to res judicata.  The Board in 

Cancellation No. 92050739 further set out some the of fact surrounding the default judgment of a 

prior proceeding indicating that the petitioner in that proceeding failed to timely file its brief on 

the case in the prior opposition , or more importantly to take testimony or submit any evidence in 

support of its claims, the Board issued an order to show cause pursuant to Trademark Rule 

2.128(a)(3) why petitioner’s failure to file a brief should not be treated as a concession of the 

case.  The petitioner failed to respond and a default judgment was entered. The Board 

determined that the petitioner’s claims were barred by res judicata. 

 These same set of fact applies to Opposition No. 91174407.  Registrant failed to file a 

brief, take witness testimony or submit evidence.  An order to show cause was issued (see 

Exhibit 1) and Registrant failed to file a response.  Accordingly, a judgment dismissing the 

opposition with prejudice was issued (see Exhibit 2).  In Registrant’s Notice of Appeal, as shown 

in Exhibit 3, Registrant indicated in paragraph 3 that it is the owner of Registration Nos. 

3094293 and 0645874 (both considered by the Board’s decision in this matter) and further in 

paragraph 12 that Applicant’s mark SEACRET is likely to cause confusion with Registrant’s 

marks.  In accordance with the reasoning of Cancellation No. 92050739, a judgment for failure 

to file a brief bars claims of likelihood of confusion based on res judicata as to Registrant and 



 4 

Seacret for the same transactional facts as the first and should have been litigated in the prior 

case. 

B. An Inter Partes Proceeding Has Preclusive Effects in an Ex Parte Proceeding 

 The Board has asserted that while Registrant was a party to Opposition No. 91174407, it 

is not a party to this proceeding and that no issues were actually adjudicated in that opposition.  

Stare decisis provides that when a court has once laid down a principle of law as applicable to a 

certain set of facts, it will adhere to that principle, and apply it to all future cases, where the facts 

are substantially the same, regardless of whether the parties and properties are the same. In re 

Johanna Farms Inc., 8 USPQ2d 1408, 1410 (TTAB 1988).   

 In Opposition No. 91174407, a final judgment has been rendered and as a matter of law 

res judicata can be utilized to bar a claim in an action with the same parties.  Stare decisis does 

not require the same parties to be involved.  Rather, as in this instance, a principle of law as 

applicable to this set of facts will adhere to the principle and all future cases, where facts are 

substantially the same.  In this matter, Registrant has had a final judgment on the merits rendered 

that SEACRET in a stylized form is not confusingly similar to Registrant’s SECRET marks in 

Opposition No. 91174407.  The Examining Attorney has used the same SECRET marks and this 

Board has rendered a decision based on these same SECRET marks under Section 2(d) 

likelihood of confusion.  This is the same claim as brought against Applicant in Opposition No. 

91174407.  Because there is a final judgment on the merits and the facts are substantially the 

same regarding and assertion of likelihood of confusion of SEACRET in stylized form based on 

Registrant’s SECRET marks, stare decisis applies. 
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C. Conclusion 

 For the foregoing reasons, applicant respectfully submits that the Board did not give 

proper consideration to the preclusive effects of stare decisis in rendering its decision.  Based on 

this reconsideration, Applicant respectfully requests that the Board modify its decision to find 

that the Examining Attorney has not established a likelihood of confusion between Applicant’s 

stylized SEACRET mark and Registrant’s SECRET marks and reverse the refusal to register. 

 

Respectfully submitted, 

 Schmeiser, Olsen & Watts LLP 

 Counsel for Applicant 

 

 

 

Dated: January 5, 2015 By:_/Sean K. Enos/______________________________ 

 Sean K. Enos 

 18 East University Drive, Ste. 101 

 Mesa, AZ  85201 

 Telephone: (480) 655-0073 

 Facsimile: (480) 655-9536  
 
 

 



EXHIBIT 1 



 
 
 
 
 
 

 
       Mailed:  July 6, 2011 

 

 Opposition No. 91174407  

The Procter & Gamble Company 

v. 

Shmuel Y. Benshabat 

Cheryl Butler, Attorney, Trademark Trial and Appeal Board: 

 It is noted by the Board that opposer's time for filing a 

brief on the case has expired, and no brief has been filed.  

(In accordance with the suspension order dated March 29, 2011, 

opposer's main brief was due by May 18, 2011.) 

 Trademark Rule 2.128(a)(3) provides that when a party in 

the position of plaintiff fails to file a main brief, an order 

may be issued allowing plaintiff time to show cause why the 

Board should not treat such failure as a concession of the 

case.  The rule further provides that if plaintiff fails to 

file a response to the order, or files a response indicating 

that it has lost interest in the case, judgment may be entered 

against plaintiff.  See also TBMP § 536 (3d ed. 2011). 

 In the event opposer responds indicating that its failure 

to file its main brief was inadvertent, and that opposer has 

not lost interest in this case, opposer must show excusable 

UNITED STATES PATENT AND TRADEMARK OFFICE 
Trademark Trial and Appeal Board 
P.O. Box 1451 
Alexandria, VA  22313-1451 
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neglect if it seeks to reopen its time to file the main brief.  

See TBMP § 536 (3d ed. 2011). 

 The Board notes in passing that no notices of reliance 

were filed during opposer's testimony period and that 

opposer's pleaded registrations are not of record.  See 

Trademark Rule 2.122(d)(1).  Unless opposer took testimony 

which has not yet been made of record, opposer does not appear 

to have any evidence of record upon which it may rely in 

support of its case.  Thus, unless opposer moves to reopen its 

testimony period, and demonstrates excusable neglect in which 

to do so, this case may be dismissed based on opposer's lack 

of evidence (i.e., failure to prosecute) even if opposer 

demonstrates that its failure to file its main brief was 

inadvertent. 

 In view of the above, opposer is allowed until THIRTY 

DAYS from the mailing date of this order to show cause why the 

Board should not treat its failure to file a brief as a 

concession of the case, failing which a judgment dismissing 

the notice of opposition with prejudice will be entered 

against opposer.1 

 Applicant indicates that opposer's attorney of record 

informed opposer he was no longer representing opposer because 

the law firm was dissolving.  Applicant further indicates that 

                                                 
1 In the event proceedings are resumed, appropriate dates will be reset.  Thus, applicant's motion for an 

extension of time (filed June 17, 2011) is considered moot. 
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opposer's attorney of record was unable to inform applicant 

who was representing opposer. 

Opposer's attorney of record remains recognized by the Board 

as counsel for opposer until a motion to withdraw 

representation is filed and granted; or a revocation is 

provided by opposer.  See Patent and Trademark Office Rules 

2.19(a) and (b), and 10.40; and TBMP § 116 (3d ed. 2011). 

*** 

cc:  The Procter & Gamble Company 

 Attn:  General Counsel 

 One Procter & Gamble Plaza 

 Cincinnati, OH  45202 



EXHIBIT 2 



 
 
 
 
 
 

 
BUTLER      

  

 Mailed:  September 13, 2011 

 

 Opposition No. 91174407 

The Procter & Gamble Company 

v. 

Shmuel Y. Benshabat 

 On July 6, 2011, the Board sent an order to show cause 

under Trademark Rule 2.128(a)(3) regarding opposer's failure 

to file a brief on the case.1 

 Inasmuch as no response has been received, judgment is 

hereby entered against opposer under Trademark Rule 

2.128(a)(3), and the opposition is dismissed with prejudice. 

 

       By the Trademark Trial  
and Appeal Board 

 

cc 

The Procter & Gamble Company 

One Procter & Gamble Plaza 

Cincinnati, OH  45202 

                                                 
1 Opposer's copy of the July 6th order was returned because the USPS was unable to forward the mail.  

However, it is opposer's responsibility to keep the Office informed of its current address.  See TBMP § 

117.07 (3d ed. 2011). 
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ESTTA Tracking number: ESTTA113259
Filing date: 12/06/2006

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name The Procter &amp; Gamble Company

Granted to Date
of previous
extension

12/06/2006

Address One Procter &amp; Gamble Plaza
Cincinnati, OH 45202
UNITED STATES

Attorney
information

James R. Cady
Howrey LLP
1950 University Avenue, 4th Floor
East Palo Alto, CA 94303
UNITED STATES
CadyJ@howrey.com,BasileK@howrey.com,IPDocketing@howrey.com
Phone:(650) 798-3500

Applicant Information

Application No 78598113 Publication date 08/08/2006

Opposition Filing
Date

12/06/2006 Opposition
Period Ends

12/06/2006

Applicant Benshabat, Shmuel Y.
38302 W. Van Buren Street
Phoenix, AZ 850094101
UNITED STATES

Goods/Services Affected by Opposition

Class 003.
All goods and sevices in the class are opposed, namely: Skin care products containing ingredients
from the Dead Sea, namely, facial cream, facial peeling milk, facial mud mask, Non-medicated facial
serum, eye gel, anti-wrinkle cream, mud soap, mineral soap, after shave, hand cream, salt facial
scrub, body cream with salt, Non-medicated foot cream and body lotion

Attachments Notice of Opposition - US TM Appl No 78598113 SEACRET.pdf ( 6 pages
)(24929 bytes )
Exhibit A - Reg No 645874 SECRET.pdf ( 2 pages )(27911 bytes )
Exhibit B - Reg No 1351236 SECRET.pdf ( 2 pages )(60400 bytes )
Exhibit C - Reg No 3094293 SECRET.pdf ( 1 page )(16772 bytes )
Exhibit D - Reg No 2855101 SECRET (stylized).pdf ( 1 page )(17697 bytes )
Exhibit E - Reg No 2855103 SECRET &amp; Design.pdf ( 1 page )(19799 bytes
)
Exhibit F - Reg No 2762897 SECRET SKIN RENEWAL.pdf ( 1 page )(16040
bytes )

http://estta.uspto.gov


Exhibit G - Reg No 3036512 SECRET PLATINUM.pdf ( 1 page )(13784 bytes )

Signature /JRCady/

Name James R. Cady

Date 12/06/2006
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